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DETAILED ACTION 

Response to Amendment 

1. This action is responsive to an amendment filed on 01/05/2006. Claims 107, 108, 129 and 
131-155 are pending. Claims 1-106, 109-128, 130 have been cancelled. Claims 135-155 have 
been added. 

Claim Objections 

2. Claims 147 and 152 are objected to because of the following informalities: regarding 
claims 147 and 152, the citation 'receiving calls from' appears to be 'receiving calls to'. 
Appropriate correction is required. 

Response to Arguments 

3. The arguments filed in the 01/05/2006 Remarks have been fully considered but they are 
not persuasive because of the following: 

Regarding claim 129, the applicant argues in page 11 that Norman does not teach 
changeable phone number is read by the reader from the removable storage medium. Examiner 
disagrees with this argument. Norman teaches that new MIN number [i.e., changeable phone 
number] is entered in the PCMCIA card [i.e., removable storage medium] (col.6, lines 13-14, 
col. 12, lines 55-60, col. 13, lines 19-23). When user inserts the PCMCIA card in cellular 
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telephone, the device automatically reads dummy MIN number from the card. Therefore, it is 
clear that Norman teaches changeable phone number is read by the reader from the removable 
storage medium. 

The applicant further argues in page 1 1 that Norman does not teach the changeable phone 
number does not correspond to the mobile user's telephone number and is not stored on memory 
card. Examiner again disagrees with this argument. Norman teaches that dummy MIN number 
[i.e., mobile user's telephone number] is pre-assigned to the user mobile device and new MIN 
number [i.e., changeable phone number] is given to the mobile device (col.6, lines 13-14, col. 12, 
lines 12-32). Therefore, it is clear that the changeable phone number corresponds to the mobile 
user's telephone number. Norman further teaches that new MIN number [i.e., changeable phone 
number] is stored in the PCMCIA card [i.e., removable storage medium] (col. 12, lines 55-60, 
col. 13, lines 19-23). Therefore, the rejection of the claim in view of Norman will remain. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 107, 108, 129, 131, 132, 134-136, 139, 141 and 144 are rejected under 35 
U.S.C. 102(b) as being anticipated by Norman et al. (U.S. Patent No. 5,485,505). 

Regarding claim 107, Norman teaches inherently a keypad (fig.3; col.l 1, lines 14-16). 
a cellular telephone 10 [i.e., wireless communication unit] (fig.3). 
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a memory unit for storing activation information input through the keypad (col. 9, line 56- 
col.10, line 2). 

a controller [i.e., processor] (fig. 1, item 50) for automatically setting the cellular 
telephone to receive one or more calls from a wireless service provider, the processor 
automatically setting the new cellular MIN number [the claimed changeable phone number] to 
receive the calls based on that the dummy MIN number [the claimed user's mobile telephone 
number] was being called for performing such setting (fig.2,5; col.5, lines 1-16, 66, 67, col.6, 
lines 1-19, coL9, line 56-col.lO, line 9, col. 11, lines 8-21, col. 12, lines 12-32). (Note: Norman 
teaches that dummy MIN number [i.e., mobile user's telephone number] is pre-assigned to the 
user's mobile device and new MIN number [i.e., changeable phone number] is given to the 
user's mobile device (col.6, lines 13-14, col. 12, lines 12-32). Thus it is clear, Norman teaches 
that the changeable phone number corresponds to the mobile user's telephone number.) 

Claim 108 is rejected for the same reasons as discussed above with respect to claim 107. 
Furthermore, Norman teaches an inherent hard-wired telephone including a keypad and a 
transceiver (fig.2; col. 1 1, lines 22-36, col. 12, lines 1-11). 

a cellular telephone 10 [i.e., wireless communication unit] remotely located from the 
inherent hard-wired telephone (fig.2). 

Claim 129 is rejected for the same reasons as discussed above with respect to claim 107. 
Furthermore, Norman teaches a reader that reads information from a PCMCIA [i.e., removable 
storage medium] (col. 9, line 67-col. 10, line 5, col. 11, lines 8-14). 
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a controller [i.e., processor] (fig.l, item 50) for automatically setting the cellular 
telephone to receive one or more calls from a wireless service provider, the processor 
automatically setting the cellular telephone to receive the calls based on a changeable phone 
number corresponding to a user's mobile telephone number read by the reader from the 
removable storage medium (fig.2,5; col.5, lines 1-16, 66, 67, col.6, lines 1-19, col.9, line 56- 
collO, line 9, colli, lines 8-21, col. 12, lines 12-32, 45-61, col.13, lines 19-23). (Note: 
permanent MIN number is stored in read only memory which is PCMCIA card (col. 12, lines 55- 
60, col.13, lines 19-23)) 

Regarding claim 131, Norman that the reader reads a user identification code from the 
removable storage medium and wherein the processor compares the user identification code to a 
re-stored code to authorize receiving calls based on the mobile telephone number of the user 
(col.9, line 67-col.lO, line 5, colli, lines 8-14, col. 12, lines 12-32, 45-61, col.13, lines 19-23). 

Regarding claim 132, Norman teaches that the information stored on the removable 
storage medium includes an ESN [i.e., serial number] used to authorize receipt of the calls 
(colli, lines 8-14, 56-67, col 12, lines 12-32, 45-61, col 13, lines 19-23). 

Regarding claim 134, Norman teaches that the information stored on the removable 
storage medium includes information which the wireless service provider or a local exchange 
carrier needs to activate operation of a wireless phone (fig.2; col.9, line 67-col.lO, line 5, coll 1, 
lines 8-14, col. 12, lines 12-32, 45-61, col 13, lines 19-23). 
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Regarding claim 135, Norman teaches a communications port to receive telephone calls 
through a public switched telephone network (col. 11, lines 22-27, col. 12, lines 12-17). 

Regarding claim 136, Norman teaches that the telephone calls received through the 
public switched telephone network bypass the wireless communications unit (col. 12, lines 12- 
17). 

Regarding claim 139, Norman teaches a connector to connect the wireless 
communications unit to a remotely located antenna (fig.2; col. 12, lines 1-11). 

Regarding claim 141, Norman teaches a keypad to enter a phone number to be dialed by 
the user based on the user's mobile telephone number to which the wireless communications unit 
is set by the processor (col. 12, lines 51-61). 

Regarding claim 144, Norman teaches after setting the wireless communications unit, the 
processor automatically transmits a signal to the wireless service provider to provide notification 
that the wireless communications unit is available to receive calls based on the user's mobile 
telephone number (col. 11, lines 22-32, col. 12, lines 12-31). (Note; when a wireless device is 
turned on it automatically signals the provider for its availability of receiving calls.) 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claim 133 is rejected under 35 U.S.C. 103(a) as being unpatentable over Norman et al. 
(U.S. Patent No. 5,485,505) in view of McDonnell et al. (U.S. Patent No. 6,771,972). 

Claim 133 is rejected for the same reasons as discussed above with respect to claim 132. 
Furthermore, Norman does not specifically teach "the authorization information includes 
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location information". McDonnell teaches that the authorization information includes location 
information (col. 6, lines 1 1-22). Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Norman to incorporate the authorization 
information including location information as taught by McDonnell. The motivation for the 
modification is to have doing so in order to provide authorization for a particular location. 

9. Claims 137 and 138 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norman et al. (U.S. Patent No. 5,485,505) in view of Bultman (U.S. Patent No. 6,804,536). 

Regarding claim 137, Norman does not specifically teach "the processor generates a 
control signal to prevent reception of calls through the public switched telephone network when 
the wireless communications unit is activated". Bultman teaches that the processor generates a 
control signal to prevent reception of calls through the public switched telephone network when 
the wireless communications unit is activated (abstract; col.l, lines 27-37). Thus, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to modify 
Norman to incorporate the processor generating a control signal to prevent reception of calls 
through the public switched telephone network when the wireless communications unit is 
activated as taught by Bultman. The motivation for the modification is to have doing so in order 
to provide a choice to receive calls through a wireless communications unit. 

Regarding claim 138, Norman does not specifically teach "the wireless communications 
unit is deactivated to allow calls to be received through the public switched telephone network 
when no removable storage medium is coupled to the reader". Bultman teaches that the wireless 
communications unit is deactivated to allow calls to be received through the public switched 
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telephone network when no removable storage medium is coupled to the reader (fig. 11, item 
1114). Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Norman to incorporate the wireless communications unit is 
deactivated to allow calls to be received through the public switched telephone network when no 
removable storage medium is coupled to the reader as taught by Bultman. The motivation for the 
modification is to have doing so in order to provide a choice to receive calls through a wireline 
communications unit. 

10. Claims 140 and 143 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norman et al. (U.S. Patent No. 5,485,505). 

Regarding claims 140, 143, Norman does not specifically teach that the hard-wired 
telephone is located in a hotel room or in a kitchen appliance. Examiner takes official notice that 
the hard-wired telephone to be located in a hotel room or in a kitchen appliance are well known 
in the art. Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Norman to incorporate the hard-wired telephone' location in a 
hotel room or in a kitchen appliance in order to provide flexibility of using the telephone in 
different locations. 

11. Claim 142 is rejected under 35 U.S.C. 103(a) as being unpatentable over Norman et al. 
(U.S. Patent No. 5,485,505) in view of Parrott et al. (U.S. Patent No. 6,618,580). 

Regarding claim 142, Norman does not specifically teach "a USB port coupled to the 
removable storage medium for transferring said information to the reader". Parrott teaches a 
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USB port coupled to the removable storage medium for transferring said information to the 
reader (col. 7, lines 32-35). Thus, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Norman to incorporate a USB port coupled to the 
removable storage medium for transferring the information to the reader as taught by Parrott 
The motivation for the modification is to have doing so in order to attach the card with computer 
using a USB port. 

12. Claim 145 is rejected under 35 U.S.C. 103(a) as being unpatentable over Norman et al. 
(U.S. Patent No. 5,485,505) in view of McGregor et al. (U.S. Patent No 5,577,100). 

Regarding claim 145, Norman does not specifically teach "the processor places the 
wireless communications unit in call monitoring mode after receiving a confirmation signal from 
the wireless service provider, the confirmation signal received in response to the notification 
signal". McGregor teaches this limitation (col. 12, line 67, col. 13, lines 1-4). Thus, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to modify 
Norman to incorporate the processor placing the wireless communications unit in call monitoring 
mode after receiving a confirmation signal from the wireless service provider, the confirmation 
signal received in response to the notification signal as taught by McGregor. The motivation for 
the modification is to have doing so in order to bill the user at a later time. 

13. Claims 146, 147, 151 and 152 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Norman et al. (U.S. Patent No. 5,485,505) in view of Tayloe (U.S. Patent No 5,933,785). 
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Regarding claims 146 and 151, Norman does not specifically teach "the processor resets 
the wireless communications unit to receive calls based on a mobile telephone number of a new 
user, after the removable storage medium is replaced with a removable storage medium 
containing the new user's mobile telephone number". Tayloe teaches this limitation (col.6, lines 
39-57). Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Norman to incorporate the processor resetting the wireless 
communications unit to receive calls based on a mobile telephone number of a new user, after 
the removable storage medium is replaced with a removable storage medium containing the new 
user's mobile telephone number as taught by Tayloe. The motivation for the modification is to 
have doing so in order to register new numbers from the new SIM card after removal of the old 
one. 

Regarding claims 147 and 152, Norman does not specifically teach that the processor 
transmits a message to the wireless service provider to prevent the wireless communications unit 
from receiving calls from any number different from the new user's telephone number. Tayloe 
teaches this limitation (col.6, lines 39-57). Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Norman to incorporate the processor 
transmitting a message to the wireless service provider to prevent the wireless communications 
unit from receiving calls from any number different from the new user's telephone number as 
taught by Tayloe. The motivation for the modification is to have doing so in order to un-register 
old numbers from the wireless unit. 
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14. . Claims 148-150 and 153-155 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Norman et al. (U.S. Patent No. 5,485,505) in view of Tsukamoto et al. (U.S. Patent No 
5,128,981). 

Regarding claims 148 and 153, Norman does not specifically teach "the processor 
automatically prevents the wireless communications unit from receiving calls corresponding to 
the user's mobile telephone number based on time-of-activation information entered by the user". 
Tsukamoto teaches this limitation (col. 4, lines 25-29, col.20, lines 58-68). Thus, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to modify 
Norman to incorporate the processor automatically preventing the wireless communications unit 
from receiving calls corresponding to the user's mobile telephone number based on time-of- 
activation information entered by the user as taught by Tsukamoto. The motivation for the 
modification is to have doing so in order to restrict unwanted calls during a specific period of 
time. 

Regarding claims 149 and 154, Norman does not specifically teach that the time-of- 
activation information indicates a period of time, and wherein the processor counts down the 
period of time while the wireless communications unit is set in a call monitoring mode to receive 
calls based on the user's mobile telephone number. Tsukamoto teaches this limitation (col.4, 
lines 25-29, col.20, lines 58-68, col.21, lines 4-8). Thus, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Norman to incorporate the 
time-of-activation information indicating a period of time, and wherein the processor counts 
down the period of time while the wireless communications unit is set in a call monitoring mode 
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to receive calls based on the user's mobile telephone number as taught by Tsukamoto. The 
motivation for the modification is to have doing so in order to receive calls allowed for a 
particular time duration. 

Regarding claims 150 and 155, Norman does not specifically teach that the time-of- 
activation information is set by the user through operation of the keypad. Tsukamoto teaches that 
the time-of-activation information is set by the user through operation of the execution key [i.e., 
keypad] (fig.7; col. 12, lines 56-62, col. 13, lines 3-31). Thus, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Norman to incorporate 
the time-of-activation information being set by the user through operation of the keypad in order 
to prepare different events for selected schedules. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

O'Neil et al. (U.S. 5,887,253) teach Method for activating and servicing a cellular telephone; 
Shieh et al. (U.S. 6,591,098) teach System and method for using a temporary electronic serial 
number for over-the-air activation of a mobile device; 

Zicker et al. (U.S. 5,878,339) teach Cellular radiotelephone system with remotely programmed 
mobile stations; 



Application/Control Number: 09/876,049 Page 14 

Art Unit: 2614 

Ghafoor (U.S. 6,618,587) teach Method and system for assigning multiple directory numbers 
(DN) to a personal communication system (PCS) telephone; 

Williams (U.S. 5,774,804) teach Remote activation of mobile telephone by paging channel 
phantom numbers; 

Delis et al. (U.S. 6,119,001) teach Roamer service auto-activation and deactivation in a home 
location register; 

Henry, Jr. et al. (U.S. 5,603,084) teach Method and apparatus for remotely programming a 
cellular radiotelephone; 

Zirul et al. (U.S. 6,912,399) teach Cellular telephone with programmable authorized telephone 
number and 

Rosenthal et al. (U.S. 5,737,701) teach Automatic authentication system. 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Md S. Elahee whose telephone number is (571) 272-7536. The 
examiner can normally be reached on Mon to Fri from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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